
 

United States Court of Appeals 
for the Federal Circuit 

______________________ 
 

REX MEDICAL, L.P., 
Plaintiff-Appellant 

 
v. 
 

INTUITIVE SURGICAL, INC., INTUITIVE 
SURGICAL OPERATIONS, INC., INTUITIVE 

SURGICAL HOLDINGS, LLC, 
Defendants-Cross-Appellants 

______________________ 
 

2024-1072, 2024-1125 
______________________ 

 
Appeals from the United States District Court for the 

District of Delaware in No. 1:19-cv-00005-MN, Judge 
Maryellen Noreika. 

______________________ 
 

Decided:  October 2, 2025 
______________________ 

 
ERIK MILCH, Proskauer Rose LLP, Washington, DC, ar-

gued for plaintiff-appellant Rex Medical, L.P. Also argued 
by JOHN E. ROBERTS, Boston, MA.  Also represented by 
JOSEPH DRAYTON, BALDASSARE VINTI, New York, NY; 
LUCAS KOWALCZYK, Chicago, IL; ELIZABETH SHRIEVES, 
Washington, DC.   
 
        MELANIE L. BOSTWICK, Orrick, Herrington & Sutcliffe 
LLP, Washington, DC, argued for defendants-cross-appel-
lants.  Also represented by SAMANTHA MICHELLE LEFF, E. 

Case: 24-1072      Document: 65     Page: 1     Filed: 10/02/2025



REX MEDICAL, L.P. v. INTUITIVE SURGICAL, INC. 2 

JOSHUA ROSENKRANZ, New York, NY; LAUREN WEBER, Se-
attle, WA; CLAIRE A. FUNDAKOWSKI, Winston & Strawn 
LLP, Washington, DC; GEORGE C. LOMBARDI, Chicago, IL; 
MICHAEL RUECKHEIM, Redwood City, CA.   

                      ______________________ 
 

Before DYK, PROST, and STOLL, Circuit Judges. 
STOLL, Circuit Judge. 

Rex Medical, L.P. (“Rex”) sued Intuitive Surgical, Inc., 
Intuitive Surgical Operations, Inc., and Intuitive Surgical 
Holdings, LLC (collectively, “Intuitive”) in the U.S. District 
Court for the District of Delaware for patent infringement.  
Days before a jury trial began, the district court precluded 
Rex’s damages expert from testifying about a specific li-
cense agreement for failure to apportion.  At trial, neither 
party’s damages expert testified.  The jury found that In-
tuitive infringed claim 6 of U.S. Patent No. 9,439,650, 
which it found was not invalid, and awarded Rex $10 mil-
lion.  After trial and post-trial motions, the district court 
entered a final judgment that:  (1) Intuitive directly in-
fringed claim 6 of the ’650 patent; (2) claim 6 of the ’650 pa-
tent is not invalid for lack of written description; and 
(3) awarded nominal damages in the amount of $1 for In-
tuitive’s infringement. 

Rex appeals the district court’s (1) exclusion of its dam-
ages expert’s testimony and methods relying on the afore-
mentioned license, and (2) reduction of the jury’s damages 
award from $10 million to $1 nominal damages.  Intuitive 
cross-appeals with respect to infringement and invalidity.  
For the following reasons, we affirm. 

BACKGROUND 
I 

Rex and Intuitive make and sell medical technology.  
More specifically, and relevant here, Intuitive develops and 
sells surgical stapling products.  In January 2019, Rex sued 
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Intuitive for infringing two related patents:  U.S. Patent 
Nos. 9,439,650 and 10,136,892, which share a specification 
and claim priority from the same 2001 provisional applica-
tion.  The inventions of the ’650 and ’892 patents are di-
rected to systems for stapling tissue during surgery.  
Intuitive’s accused products include “the SureForm 60 sta-
pler, the SureForm 45 stapler, the SureForm 45 Curved-
Tip stapler, and the associated reloads.”  Rex Med., L.P. 
v. Intuitive Surgical, Inc., No. 19-005, 2023 WL 6142254, 
at *1 (D. Del. Sept. 20, 2023) (“JMOL Op.”). 

After Intuitive filed a petition for inter partes review 
(IPR) challenging claims of the ’892 patent, Rex withdrew 
that patent from this case.  Rex and Intuitive stipulated to 
dismissal of the ’892 patent infringement claims with prej-
udice, and the Patent Trial and Appeal Board granted the 
parties’ joint request to terminate the agency proceeding 
before reaching an institution decision.  Accordingly, “the 
only issue left for trial was direct infringement of the 
’650 patent.”  JMOL Op. at *1. 

Only claim 6 of the ’650 patent is relevant on appeal.  
Claim 6 depends from dependent claim 5, which depends 
from independent claim 4.1  These three claims are repro-
duced below. 

4.  An apparatus for stapling tissue, comprising:   
a first jaw and a second jaw, at least one of the first 
jaw and the second jaw being movable with respect 
to the other of the first jaw and the second jaw from 
a first configuration in which the first jaw and the 
second jaw are separated from each other at a first 
distance to receive tissue and a second configura-
tion in which the first jaw and the second jaw are 

 
1 In an IPR final written decision, the Board con-

cluded that Intuitive proved claims 4 and 5 of the ’650 pa-
tent unpatentable. 
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clamped together at a second distance to hold tis-
sue therebetween for stapling, 
a staple carrying portion of the first jaw defining 
slots through which staples are configured to pass; 
an anvil surface defined on the second jaw opposing 
the first jaw; 
at least one of a gear and a cable operatively cou-
pled to at least one of the first jaw and the second 
jaw and configured to move at least one of the first 
jaw and the second jaw from the first configuration 
to the second configuration such that the first jaw 
and the second jaw are in alignment; and 
a staple pusher configured to cause a staple to 
move from a first position at least partially within 
the staple carrying portion to a second position en-
tirely outside the staple carrying portion, the sec-
ond distance and the alignment being maintained 
by a beam configured to engage the first and second 
jaws from within the first and second jaws while 
tissue is stapled from a proximal location to a distal 
location. 
5.  The apparatus of claim 4, wherein the beam is 
configured to engage the first and second jaws one 
of entirely or substantially from therewithin to 
maintain the second distance and the alignment. 
6.  The apparatus of claim 5, wherein the beam 
comprises an upper portion and a lower portion and 
a web coupled between the upper portion and the 
lower portion, at least one of the lower portion or 
the upper portion configured to cause the staple 
pusher to move a staple as the beam moves from a 
proximal location to a distal location, the upper 
portion and the lower portion configured to cooper-
atively engage the first jaw and the second jaw to 
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align the slots with a staple forming portion on the 
anvil surface. 

U.S. Patent No. 9,439,650 col. 8 ll. 4–46 (emphases added 
to distinguish claim terms in dispute). 

Figure 15 of the ’650 patent—which depicts several el-
ements recited above, such as the web, lower portion, and 
staple pusher—is reproduced below. 

’650 patent Fig. 15.  As described in the specification, “the 
I-beam member 70 includes upper and lower beam por-
tions 82a, 82b, respectively, connected by a central web 
portion 84.”  Id. at col. 5 ll. 45–47.  “When the I-beam mem-
ber 70 is driven by the pusher 80, the sloped leading edge 
of the upper beam portion 82a contacts sequentially each 
of a plurality of staple pushers 118 to drive them through 
their respective staple slots to drive the staples housed 
therein . . . .”  Id. at col. 6 ll. 26–31. 

Two claim 6 limitations construed by the district court 
are pertinent here.  The district court construed “at least 
one of the lower portion or the upper portion configured to 
cause the staple pusher to move a staple” to mean “at least 
one of the lower portion or the upper portion is designed, 
constructed or set up to cause the staple pusher to move a 
staple.”  Rex Med., L.P. v. Intuitive Surgical, Inc., 
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No. 19-005, 2020 WL 2128795, at *1, 5 (D. Del. May 5, 
2020) (“Claim Construction Order”).  The district court 
later construed “lower portion” to “have its plain and ordi-
nary meaning, which may include additional material or 
structures that extend in a perpendicular direction beyond 
the lowermost section of the beam.”  J.A. 11057.  The dis-
trict judge explained that “whether the material of the Ac-
cused Products extends so far as to no longer be part of the 
‘lower portion’” was “an issue of fact for the jury.”  J.A. 115 
ll. 3–6. 

II 
Rex’s damages expert Douglas Kidder opined in his ex-

pert report that a hypothetical negotiation between Rex 
and Intuitive for a license to the ’650 patent would have 
resulted in a lump sum payment of $20 million.  Mr. Kid-
der stated that “the most comparable agreement to the hy-
pothetical license in this case is a settlement agreement 
between Rex Medical and Covidien in which Covidien 
agreed to pay $10 million.”2  J.A. 3850 ¶ 59. 

The Covidien license stems from prior litigation be-
tween Rex and Covidien, which is not a party to this litiga-
tion.  In 2019, Rex separately sued Covidien, asserting 
infringement of the ’650 and ’892 patents.  Before settle-
ment negotiations, Rex dropped the ’650 patent from its 
case against Covidien.  Rex and Covidien then settled early 
in the litigation and entered into a $10 million license 

 

2 Although both parties’ damages experts here “used 
the Covidien license as a starting point to assess the result 
of the hypothetical negotiation between the parties and es-
timate a reasonably royalty,”  J.A. 4 ¶ 9, Mr. Kidder “also 
analyzed a license between Rex Medical and Boston Scien-
tific to provide an additional data point.”  Appellants’ Br. 8 
n.1. 
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agreement that covers Rex’s portfolio of surgical stapling 
patents, i.e., the ’650 and ’892 patents “along with eight 
other U.S. patents, seven U.S. patent applications and 
nineteen patents or applications from countries outside the 
United States.”  J.A. 4 ¶ 9. 

Days before trial in this case, the district court par-
tially granted Intuitive’s “Motion to Preclude Certain Ex-
pert Testimony of Douglas Kidder.”  Id. (citation omitted).  
The district judge explained that “Mr. Kidder . . . failed to 
adequately address the extent to which [the] ’892 and the 
other patents contributed to the lump sum payment in the 
Covidien license” and thus held that “Mr. Kidder’s methods 
in relying on the Covidien license are unreliable and must 
be excluded.”  J.A. 6 ¶ 11. 

Neither party’s damages expert testified at trial.  In-
stead, Rex’s president Lindsay Carter, who helped negoti-
ate the license between Rex and Covidien, testified at trial.  
The jury found that Intuitive directly infringed claim 6 of 
the ’650 patent, and that claim 6 was not invalid for lack of 
written description, and awarded Rex $10 million in dam-
ages. 

After trial, Intuitive filed a renewed motion for judg-
ment as a matter of law (JMOL) on infringement, invalid-
ity, and damages, or, alternatively, “for a new trial and/or 
remittitur.”  JMOL Op. at *1.  Three aspects of the district 
court’s JMOL ruling are relevant on appeal.  First, the dis-
trict court held that substantial evidence supports the 
jury’s finding that Intuitive infringed claim 6 of the 
’650 patent and thus denied Intuitive’s motion for JMOL 
on infringement.  Id. at *2–5.  Second, the district court 
held that the jury had a sufficient basis for finding that In-
tuitive failed to prove by clear and convincing evidence that 
claim 6 of the ’650 patent is invalid for lack of written de-
scription and thus denied Intuitive’s motion for JMOL on 
invalidity.  Id. at *5–7.  Third, the district court agreed 
with Intuitive that Rex failed to prove its damages and thus 
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reduced the damages award to nominal damages of $1 and 
denied a new damages trial.  Id. at *7–12. 

On appeal, Rex challenges the district court’s (1) exclu-
sion of its damages expert’s testimony and methods relying 
on the Covidien license, and (2) reduction of the jury’s dam-
ages award from $10 million to nominal damages of $1.  In-
tuitive cross-appeals with respect to infringement and 
invalidity.  Our court has jurisdiction under 28 U.S.C. 
§ 1295(a)(1). 

DISCUSSION 
We begin by addressing the issues Rex raises in its ap-

peal (related to damages).  After that, we turn to those 
raised by Intuitive in its cross-appeal (infringement and in-
validity for lack of written description). 

I 
A 

We start with the district court’s pretrial exclusion of 
Mr. Kidder’s methods in relying on the Covidien license.  
“We review a district court’s decision concerning the meth-
odology for calculating damages for an abuse of discretion.”  
Apple Inc. v. Wi-LAN Inc., 25 F.4th 960, 971 (Fed. Cir. 
2022).  The Supreme Court has explained “that the trial 
judge plays a ‘gatekeeping role,’” “through which it must 
‘ensure that any and all scientific testimony or evidence ad-
mitted is not only relevant, but reliable.’”  EcoFactor, Inc. 
v. Google LLC, 137 F.4th 1333, 1339 (Fed. Cir. 2025) (quot-
ing Daubert v. Merrell Dow Pharms., Inc., 509 U.S. 579, 
597, 589 (1993)).  “[W]here the methodology is reasonable 
and its data or evidence are sufficiently tied to the facts of 
the case, the gatekeeping role of the court is satisfied.”  Ap-
ple, 25 F.4th at 971. 

Mr. Kidder used the hypothetical negotiation approach 
for calculating reasonable royalty damages under 
35 U.S.C. § 284.  “This approach attempts to calculate the 
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royalty rate the parties would have agreed upon had they 
negotiated an agreement prior to the start of the infringe-
ment.  In determining a reasonable royalty, ‘parties fre-
quently rely on comparable license agreements.’”  Apple, 
25 F.4th at 971 (quoting Bio-Rad Labs., Inc. v. 10X Ge-
nomics Inc., 967 F.3d 1353, 1372 (Fed. Cir. 2020)).  “When 
relying on comparable licenses to prove a reasonable roy-
alty, we require a party to ‘account for differences in the 
technologies and economic circumstances of the contract-
ing parties.’”  Id. (quoting VirnetX, Inc. v. Cisco Sys., Inc., 
767 F.3d 1308, 1330 (Fed. Cir. 2014)).  Patent licenses of-
ten license whole patent portfolios and “expert testimony 
should be excluded when it fails to allocate license fees 
among the licensed patents covered by an agreement.”  
Jiaxing Super Lighting Elec. Appliance, Co. v. CH Lighting 
Tech. Co., 146 F.4th 1098, 1112 (Fed. Cir. 2025). 

Apple is instructive here.  In Apple, Wi-LAN’s damages 
expert David Kennedy relied on three comparable license 
agreements (Vertu, Doro, and Unnecto) to estimate a rea-
sonable royalty as damages for infringement of U.S. Patent 
Nos. 8,457,145 and 8,537,757.  25 F.4th at 971–72.  While 
each comparable license agreement licensed additional pa-
tents, Mr. Kennedy opined “that the ’145 and ’757 patents 
were key patents in the three licenses for three reasons[.]”  
Id. at 972.  His reasons included:  (1) the ’145 and ’757 pa-
tents were listed in the comparable licenses; (2) they were 
discussed in negotiations with Apple; and (3) Apple contin-
ued to use the patented technology after a finding of in-
fringement.  Id. at 972–73.  “To separate the value of the 
key patents from the rest of the licensed portfolio, he re-
duced the royalty rate by 25 percent.  He selected this rate 
based on [other] testimony that, in practice, the rest of a 
portfolio was licensed for a 5 to 35 percent markup.”  Id. 
at 973 (citations omitted).  We held that “Mr. Kennedy’s 
opinion that the asserted patents were key patents [wa]s 
untethered to the facts of th[e] case.”  Id. 
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We explained that none of the three licenses listed the 
’757 patent among the “Asserted Patents.”  Id.  And neither 
Doro nor Unnecto listed the ’145 patent as one of the “As-
serted Patents.”  Id.  Vertu, on the other hand, did list the 
’145 patent as one of the “Asserted Patents,” but it also 
listed “five other ‘Asserted Patents.’”  Id.  “Mr. Kennedy 
failed to address the extent to which these other patents 
contributed to the royalty rate in the Vertu license,” and 
“[y]et he opined that excluding these patents (and the rest 
of Wi-LAN’s portfolio) from the hypothetical negotiation 
would have netted Apple only a 25 percent discount.”  Id.  
We explained that “Mr. Kennedy’s silence on these equally 
situated patents [wa]s troubling and ma[de] his opinion un-
reliable.”  Id. at 973–74.  We thus concluded that “Mr. Ken-
nedy’s damages testimony should have been excluded” and 
that “the district court abused its discretion in denying Ap-
ple’s motion for a new trial on damages.”  Id. at 974. 

Here, the district court, citing to Apple, 25 F.4th 960, 
concluded that Mr. Kidder failed to adequately address the 
extent to which the ’892 and other patents contributed to 
the Covidien license lump sum payment.  JA 4–6.  For the 
following reasons, we discern no abuse of discretion in the 
district court’s decision. 

As the district judge explained, Mr. Kidder’s entire dis-
cussion of apportionment in his expert report reads: 

Most of the value to a license to Rex Medical’s pa-
tent portfolio to Covidien and/or Intuitive is con-
tained in a license to either the ’892 Patent or the 
’650 Patent.  The fact that Rex Medical has only as-
serted the ’892 Patent and the ’650 Patent against 
Covidien and Intuitive indicates that these two pa-
tents have the most value to these two companies.  
Additionally, . . . the ’892 Patent and the ’650 Pa-
tent describe different design choices but the same 
stapling innovation.  The Rex Medical patent port-
folio thus appears to follow the extreme skew in 
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values for most patent portfolios – most, if not all, 
of the value is contained in the most valuable pa-
tent or patents.  Thus, the additional value ob-
tained by Covidien for rights to patents other than 
the ’650 and ’892 Patents likely accounted for lit-
tle-to-no value to Covidien. 

J.A. 5 ¶ 11 (emphases added) (citation omitted).  Mr. Kid-
der’s opinion that nearly all the value of the Covidien li-
cense derives from either the ’892 patent or the ’650 patent 
is untethered to the facts of this case.  The district court 
correctly recognized that Mr. Kidder did not allocate the 
Covidien lump sum payment “at all between the ’650 and 
’892 patent[s].”  J.A. 5–6 ¶ 11 (alteration in original) (cita-
tion omitted).  Nor did he allocate any value to the other 
patents and patent applications.  For example, as the dis-
trict court correctly recognized, Mr. Kidder never “ana-
lyze[d] whether any of Rex Medical’s licensed foreign 
patents cover the same stapling innovation as the ’650 or 
’892 patents” or “whether any of Rex Medical’s licensed for-
eign patents cover any of Covidien’s products.”  J.A. 5–6 
¶ 11 (alterations in original) (citations omitted).  That the 
’650 and ’892 patents were the only ones asserted against 
Covidien and Intuitive proves little to nothing about the 
relative value of foreign patents, which cannot be asserted 
in the U.S.  Mr. Kidder’s reliance on general observations 
about other unrelated patent portfolios is equally unrelia-
ble and untethered to the facts of this case. 

As was true for Mr. Kennedy’s erroneous methodology 
in Apple, here, Mr. Kidder “failed to address the extent to 
which [the ’892 and] other patents contributed to the roy-
alty rate in the [Covidien] license.”  25 F.4th at 973.  
Mr. Kidder merely opined that most of the value in a li-
cense to Rex’s patent portfolio “is contained in a license to 
either the ’892 Patent or the ’650 Patent.”  J.A. 3853 ¶ 69 
(emphasis added).  Because Mr. Kidder’s opinion “fail[ed] 
to allocate license fees among the licensed patents covered 
by [the Covidien] agreement,” we hold that the district 
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court did not err in excluding his expert testimony.  Jiax-
ing, 146 F.4th at 1112. 

B 
We now turn to the district court’s reduction of the 

jury’s damages award from $10 million to nominal dam-
ages of $1 and its denial of Rex’s request for a new damages 
trial.  Pertinent on appeal, Rex “interpret[s] what the dis-
trict judge did as effectively awarding zero damages.”  Oral 
Arg. at 4:05–4:12, https://www.cafc.uscourts.gov/oral-argu-
ments/24-1072_09022025.mp3.  At oral argument, Rex ex-
plained that there “was a JMOL motion on no damages and 
that’s what [the district judge] granted.”  Id. at 4:18–4:30.  
Accordingly, although the district court said it was “re-
mit[ting] the damages award to nominal damages of $1,” 
we, like Rex, view the district court’s decision here as a 
grant of JMOL of no damages, not a remittitur.3  JMOL 
Op. at *7; see id. at *11–12 (denying motion for new trial); 
Rex Med., L.P. v. Intuitive Surgical, Inc., No. 19-005, 
2023 WL 7398355, at *1 (D. Del. Sept. 20, 2023) (final 
judgment); see also Lifetime Indus., Inc. v. Trim-Lok, Inc., 
869 F.3d 1372, 1378 (Fed. Cir. 2017) (“We sit to review 
judgments, not opinions.”  (citation omitted)). 

“We review a district court’s rulings on post-trial mo-
tions for JMOL and a new trial under regional circuit law.”  
Promega Corp. v. Life Techs. Corp., 875 F.3d 651, 659 
(Fed. Cir. 2017) (citation omitted).  The Third Circuit 

 
3 This is important, of course, as “a court must afford 

a plaintiff the option of a new trial when it attempts to re-
duce a jury award because it believes the amount of the 
verdict is not supported by the evidence.  These reductions 
are frequently referred to as conditional remittiturs.”  Cor-
tez v. Trans Union, LLC, 617 F.3d 688, 716 (3d Cir. 2010) 
(discussing Hetzel v. Prince William Cnty., 523 U.S. 208 
(1998) (per curiam)). 
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reviews decisions on a motion for JMOL de novo and deci-
sions on a motion for a new trial for abuse of discretion.  
Steuben Foods, Inc. v. Shibuya Hoppmann Corp., 
127 F.4th 348, 353, 362 (Fed. Cir. 2025) (citing Lightning 
Lube, Inc. v. Witco Corp., 4 F.3d 1153, 1166–67 (3d Cir. 
1993)).  “JMOL is proper when a party has been fully heard 
on an issue and there is no legally sufficient evidentiary 
basis for a reasonable jury to find for that party on that 
issue.”  Promega, 875 F.3d at 659 (citing Fed. R. 
Civ. P. 50(a)). 

Rex asserts that “a license to the ’650 patent has some 
value” and argues that the district court erred in granting 
JMOL “because the evidence doesn’t compel the conclusion 
that zero is the only reasonable royalty.”  Oral Arg. 
at 33:06–33:52 (emphasis added).  We are not persuaded 
given the evidentiary record at trial.  For the reasons that 
follow, we hold that the jury received insufficient evidence 
from which it could apportion the lump sum payment in 
the Covidien license or otherwise reasonably infer a rea-
sonable royalty award for infringement of the ’650 patent 
alone. 

The amount of damages “is a finding of fact on which 
the plaintiff bears the burden of proof by a preponderance 
of the evidence.  The amount is normally provable by the 
facts in evidence or as a factual inference from the evi-
dence.”  Promega, 875 F.3d at 660 (cleaned up) (citations 
omitted).  We have not held “that a jury may only arrive at 
a royalty specifically articulated by the parties during 
trial,” but “[r]ather, a jury’s choice simply must be within 
the range encompassed by the record as a whole.”  
Unisplay, S.A. v. Am. Elec. Sign Co., 69 F.3d 512, 519 
(Fed. Cir. 1995); Fuji Photo Film Co. v. Jazz Photo Corp., 
394 F.3d 1368, 1378 (Fed. Cir. 2005) (“[T]he jury is not 
bound to accept a rate proffered by one party’s expert but 
rather may choose an intermediate royalty rate.”). 
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But the patent damages statute, 35 U.S.C. § 284, “does 
not require an award of damages if none are proven that 
adequately tie a dollar amount to the infringing acts.”  
TecSec, Inc. v. Adobe Inc., 978 F.3d 1278, 1291 (Fed. Cir. 
2020).  Damages “must not be left to conjecture by the jury.  
They must be proved, and not guessed at.”  Promega, 
875 F.3d at 660 (citation omitted).  Section 284 “requires 
the award of a reasonable royalty, but to argue that this 
requirement exists even in the absence of any evidence 
from which a court may derive a reasonable royalty goes 
beyond the possible meaning of the statute.”  Devex Corp. 
v. Gen. Motors Corp., 667 F.2d 347, 363 (3d Cir. 1981) (af-
firming an award of zero damages for lack of evidence).  
“[T]here must at the least be enough evidence in the record 
to allow the factfinder to formulate a royalty.”  Id. 

At trial, Rex primarily relied on the Covidien license 
and lay witness Mr. Carter’s testimony to prove damages.  
But the Covidien license “covers the ’650 patent and 
’892 patent along with eight other U.S. patents, seven U.S. 
patent applications and nineteen patents or applications 
from countries outside the United States.”  J.A. 4 ¶ 9.  As 
we just explained, the district court reasonably excluded 
Mr. Kidder’s methods in relying on the Covidien license be-
cause he failed to apportion the value of the ’650 patent 
from the value of the other licensed patents.  At trial, Rex 
presented no evidence that would allow the jury to over-
come the deficiencies in Mr. Kidder’s excluded expert opin-
ion—i.e., to apportion the $10 million lump sum payment 
in the Covidien license. 

Mr. Carter testified that, although Rex licensed its pa-
tent family in the Covidien agreement, the focus was on the 
’650 and 892 patents.  But, significant here, Rex did not 
present any testimony from Mr. Carter (or anyone else) dis-
cussing the relationship or differences between the 
’650 and ’892 patents.  This is important because, here, Rex 
asserted only the ’650 patent at trial.  JMOL Op. at *1.  
Conversely, in its suit against Covidien, Rex had dropped 
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the ’650 patent before settlement negotiations, “leaving 
only the ’892 patent at issue.”  Id. at *7.  So, as Intuitive 
points out, “[i]f an asserted patent has the ‘most value,’ 
then the ’892 patent, not the ’650 patent, would have been 
most valuable to Covidien.”  Cross-Appellants’ Br. 74.  And 
Rex did not present testimony regarding the value of the 
unexpired patents in the Covidien license, including 
whether they concerned the same subject matter as the 
’650 patent.  While Mr. Carter testified that he had been 
told that “[a]ll foreign patents [in the Covidien license had] 
expired or lapsed . . . four years before [the Covidien li-
cense] was signed” and that “the majority of the U.S. pa-
tents were also expired,” J.A. 11457 l. 22–J.A. 11458 l. 13, 
he was unable to support this testimony on cross-examina-
tion, he admitted he had no personal knowledge or ability 
to confirm that any patents had expired, and the district 
court held that his testimony about what he had been told 
was hearsay.4 

Mr. Carter testified that the “factors” that Rex consid-
ered in licensing to Covidien were:  (1) Covidien settled 
“very early in the litigation process,” (2) Covidien was “very 
cooperative,” (3) Covidien “wanted special language in the 
license,” (4) Covidien did not challenge Rex’s patents in the 
U.S. Patent and Trademark Office, and (5) Covidien “saw 
real value in licensing the ’650 and the ’892 Patents.”  
J.A. 11449 l. 16–J.A. 11450 l. 6.  But the jury heard no tes-
timony on how to consider these five “factors” to apportion 
the value of the ’650 patent—or whether all, some, or none 
were applicable.  Moreover, Mr. Carter also testified that 
(1) there may be a royalty rate range for licensing the 

 
4 In our analysis here, we do not consider whether 

any expired patents in the Covidien license should have 
been apportioned any value.  We leave for another day 
questions regarding the role of expired patents in an ap-
portionment analysis. 
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’650 patent, but he was not sure of an established royalty 
rate; (2) he did not know what Intuitive would conclude is 
a reasonable royalty or what Intuitive hypothetically 
would have paid for a license to the ’650 patent; (3) he was 
not sure whether the Covidien license was relevant to dam-
ages; (4) Covidien did not agree to the $10 million figure 
based on the amount of its product sales, rather, Covidien 
and Rex just came to a negotiated agreement; and (5) he 
could not actually assign any value to the ’650 patent.  
JA 11452 l. 20–JA 11453 l. 3; JA 11454 ll. 14–21; JA 11455 
ll. 4–6; JA 11478 l. 23–J.A. 11479 l. 1. 

Damages theories “relying on [comparable prior] li-
censes must account for . . . distinguishing facts [(such as 
covering more patents than are at issue in the action and 
covering foreign intellectual property rights)] when invok-
ing them to value the patented invention.”  Ericsson, Inc. 
v. D-Link Sys., Inc., 773 F.3d 1201, 1227 (Fed. Cir. 2014).  
Rex did not meet this requirement.  The record does not 
provide evidence from which the jury could find or infer a 
damages number for a license to the ’650 patent between 
~$1 and $10 million.  Nor does there appear to be any other 
record evidence that would allow reasonable apportion-
ment.  The jury would have to speculate as to how much of 
the $10 million would be allocated to the ’650 patent.  But 
damages may “not be determined by mere speculation or 
guess.”  Oiness v. Walgreen Co., 88 F.3d 1025, 1030 
(Fed. Cir. 1996) (citation omitted). 

For completeness, we address the other evidence in the 
record mentioned by Rex.  See SmithKline Diagnostics, Inc. 
v. Helena Lab’ys Corp., 926 F.2d 1161, 1168 (Fed. Cir. 
1991) (“[T]he determination of a reasonable royalty must 
be based upon the entirety of the evidence and the [fact-
finder] is free to, indeed, must reject the royalty figures 
proffered by the litigants . . . where the record as a whole 
leads the [fact-finder] to a different figure.”).  But the other 
evidence in the record does not solve Rex’s proof-of-dam-
ages problem.  Although the record contains evidence about 
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Intuitive’s market opportunity and sales, these very large 
numbers were never broken down or explained and do not 
help the jury apportion the Covidien license amount or in-
fer an appropriate damages number.  Intuitive’s former 
stapling product manager testified that bariatric proce-
dures presented a $300 million opportunity for Sure-
Form 60 and SureForm 45, that thoracic procedures 
presented a $250 million opportunity, and that colorectal 
procedures presented a $200 million opportunity.  The par-
ties also stipulated that, from August 2018 to January 
2022, Intuitive had sales of $607,708,024 of the accused 
SureForm products.  But the jury was given no way to use 
these large numbers to assign value to a license to the 
’650 patent.  Moreover, Mr. Carter testified that the 
Covidien $10 million figure was not based on the amount 
of Covidien’s product sales.  And, although the Boston Sci-
entific license is part of the evidentiary record, Rex con-
cedes that its expert did not form an opinion about a 
reasonable royalty based on that license. 

The outcome here is fact-specific.  Had Rex (or Intui-
tive) put forth other evidence from which a jury could rea-
sonably determine damages for infringement of the 
’650 patent without speculation, JMOL of no damages 
would be inappropriate and a new trial might be appropri-
ate.  But the parties did not, and it was Rex’s burden to do 
so.  Because, on this record, awarding damages between 
~$1 and $10 million for a license to the ’650 patent would 
require improper guesswork, we affirm the JMOL of no 
damages. 

We also discern no abuse of discretion in the district 
court’s denial of Rex’s request for a new damages trial.  As 
the district court reasonably explained, Rex “had the op-
portunity to conduct discovery and to call other witnesses, 
such as its damages expert, [and] to offer other evidence 
potentially relevant to damages.  Instead, [Rex] chose to 
hinge its damages theory on the very license that the 
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[district court] had already precluded its expert from testi-
fying about.”  JMOL Op. at *11 n.11 (citation omitted). 

II 
A 

Next, we address the issues raised in Intuitive’s cross-
appeal.  We begin with infringement. 

The first step of an infringement analysis is claim con-
struction.  Nazomi Commc’ns, Inc. v. Nokia Corp., 739 F.3d 
1339, 1343 (Fed. Cir. 2014).  Intuitive argues that “under 
the correct construction of ‘lower portion,’ it is undisputed 
that Intuitive does not infringe” claim 6.  Cross-Appellants’ 
Br. 42 (capitalization normalized).  “We review a district 
court’s claim construction de novo where, as here, it is de-
cided only on the intrinsic evidence.”  Salazar v. AT&T Mo-
bility LLC, 64 F.4th 1311, 1315 (Fed. Cir. 2023) (citation 
omitted). 

The district court construed “lower portion” in claim 6 
of the ’650 patent to “have its plain and ordinary meaning, 
which may include additional material or structures that 
extend in a perpendicular direction beyond the lowermost 
section of the beam.”  J.A. 11057.  Intuitive argues that the 
district court erred in construing the “lower portion” of the 
beam to include additional structures that extend above 
the lowest horizontal section of the beam.  According to In-
tuitive, claim 6’s reference to the “lower portion” of the 
beam “must mean the lower bar of the ‘I’ shape,” i.e., “only 
the lowest horizontal portion of the ‘I’ shape.”  Cross-Appel-
lants’ Br. 43–44.  Intuitive thus contends that the district 
court erroneously “allowed the ‘lower portion’ to include 
material that is part of the vertical section running be-
tween the two horizontal bars of the ‘I’ shape.”  Cross-Ap-
pellants’ Br. 48. 

The district court explained that it saw “nothing in the 
intrinsic evidence to require narrowing the construction as 
[Intuitive] suggest[s].”  J.A. 114 ll. 23–24.  We agree. 
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“We begin [our analysis], as we must, with the claim 
language itself.  The words of a claim are generally given 
their ordinary meaning, which is ‘the meaning that the 
term would have to a person of ordinary skill in the art in 
question at the time of the invention.’”  Salazar, 64 F.4th 
at 1315 (citations omitted).  Claim 6 recites that 

the beam comprises an upper portion and a lower 
portion and a web coupled between the upper por-
tion and the lower portion, at least one of the lower 
portion or the upper portion configured to cause the 
staple pusher to move a staple as the beam moves 
from a proximal location to a distal location, the up-
per portion and the lower portion configured to co-
operatively engage the first jaw and the second 
jaw . . . . 

’650 patent col. 8 ll. 38–45 (emphases added). 
Claim 6 thus provides that the lower portion is part of 

the beam—but not specifically or necessarily an I-beam.  
Compare ’650 patent col. 8 l. 38 (claim 6 reciting a “beam”), 
with id. at col. 8 l. 1 (claim 3 specifying “I-beam”).  And the 
language of claim 6 does not provide the exact bounds of 
the lower portion—it says only that the web is coupled be-
tween the upper portion and the lower portion.  As such, 
the claim language itself does not support Intuitive’s nar-
row construction requiring the “lower portion” to be only 
the lower bar of an “I” shape, or the lowest horizontal por-
tion of an “I” shape. 

We turn to the specification.  Outside of the claim lan-
guage, the specification mentions a lower beam portion 
once:  “As shown in . . . [Fig.] 15, the I-beam member 70 in-
cludes upper and lower beam portions 82a, 82b, respec-
tively, connected by a central web portion 84.”  ’650 patent 
col. 5 ll. 45–47.  But Figure 15 depicts only one embodi-
ment; and, as noted above, claim 6 is decidedly broader 
than that one embodiment, as it does not even recite an 
“I-beam.”  Nor does it recite a “lower beam portion”; it 
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instead uses the broader phrase “lower portion.”  “[T]his 
court will not countenance the importation of claim limita-
tions from a few specification statements or figures into the 
claims, particularly if those specification extracts describe 
only embodiments of a broader claimed invention.”  Com-
put. Docking Station Corp. v. Dell, Inc., 519 F.3d 1366, 
1374 (Fed. Cir. 2008) (citations omitted).  And, here, the 
language of claim 6 is broad:  “the beam comprises an up-
per portion and a lower portion and a web coupled between 
the upper portion and the lower portion.”  ’650 patent col. 8 
ll. 38–40.  As such, we do not “confin[e] the claim[] to th[e] 
embodiment[]” of Figure 15 such that the “lower portion” of 
the beam must mean only the lowest horizontal portion of 
an “I” shape.  Phillips v. AWH Corp., 415 F.3d 1303, 1323 
(Fed. Cir. 2005) (en banc).  We thus reject Intuitive’s pro-
posed construction of “lower portion.” 

Intuitive’s argument that it “is entitled to judgment of 
non-infringement” depends on our adoption of its construc-
tion of “lower portion.”  Cross-Appellants’ Br. 51.  Intuitive 
does not argue that, even under the district court’s con-
struction, no substantial evidence supports a finding that 
its product meets the “lower portion” limitation.  Compare 
Cross-Appellants’ Br. 42–54, with Cross-Appellants’ 
Br. 54–58.  Accordingly, because Intuitive’s proposed con-
struction of “lower portion” fails, so does its corresponding 
noninfringement argument. 

B 
Continuing our infringement discussion, we turn to the 

“configured to cause” limitation of claim 6 of the ’650 pa-
tent. 

The district court construed the full phrase “at least 
one of the lower portion or the upper portion configured to 
cause the staple pusher to move a staple” to mean “at least 
one of the lower portion or the upper portion is designed, 
constructed or set up to cause the staple pusher to move a 
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staple.”  Claim Construction Order at *1, 5.5  The district 
court held that, as for “whether [Rex] showed that the 
lower portion in fact causes the staple pusher to move the 
staple, the jury heard substantial evidence that in the Ac-
cused Products, the protruding part of the lower portion 
contacts the shuttle which in turn causes the staple pusher 
to move a staple.”  JMOL Op. at *4.  On appeal, Intuitive 
argues that no substantial evidence supports a finding that 
its product meets the “configured to cause” limitation. 

Infringement is a question of fact that we review for 
substantial evidence when tried to a jury.  Steuben, 
127 F.4th at 353.  “A factual finding is supported by sub-
stantial evidence if a reasonable jury could have found in 
favor of the prevailing party in light of the evidence pre-
sented at trial.”  Provisur Techs., Inc. v. Weber, Inc., 
119 F.4th 948, 952–53 (Fed. Cir. 2024) (citation omitted).  
For the following reasons, we hold that substantial evi-
dence supports the finding that Intuitive’s product meets 
the “configured to cause” limitation. 

 
5 Intuitive does not challenge this construction on 

appeal.  Cross-Appellants’ Br. 54 n.3. 
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Under Rex’s theory of infringement, the “configured to 
cause” limitation is met by the part of the beam’s lower por-
tion within the defined black rectangle on the right in the 
picture below: 

Appellant’s Reply Br. 36; J.A. 11968.  As Rex explains on 
appeal, “[t]he part of the beam’s lower portion depicted in 
the black rectangle above is configured to contact the shut-
tle as shown in the diagrams below, which were displayed 
and explained to the jury”: 

Appellant’s Reply Br. 37 (“[T]he protrusion on the beam’s 
lower portion contacts the shuttle as indicated by the red 
circles, which correspond to where [Rex’s technical expert 
Albert Juergens III] pointed with his laser pointer during 
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trial.”); J.A. 12061.  The jury heard evidence regarding this 
theory of infringement.  For example, Rex’s technical ex-
pert Mr. Juergens explained to the jury: 

[The] section of the lower portion, . . . that sticks up 
into the channel . . . doesn’t contact the staple 
pusher directly, it contacts the sled [i.e., shuttle] 
which then in turn contacts the staple pusher to 
move the staple as the beam moved from the prox-
imal to the distal . . . . 

J.A. 11575 ll. 18–25. 
The record contains additional evidence to support the 

jury’s finding that Intuitive’s product meets the “config-
ured to cause” limitation.  Mr. Juergens testified that “the 
beam [in the accused device] is designed to push the shut-
tle, which pushes the staple pusher.”  J.A. 11599 ll. 10–11; 
see also J.A. 11632 l. 19–J.A. 11633 l. 1.  Dr. Robert Howe, 
Intuitive’s technical expert, testified that, in the SureForm 
product, a “function of the I-beam is to push the shuttle, 
which pushes against the staple pushers.”  J.A. 11732 ll. 7–
14; see also J.A. 11714 ll. 21–22.  And Matt Wixey, Sure-
Form lead hardware designer, testified that “[i]n the con-
figuration that the SureForm is configured, . . . you need 
something to push . . . on the shuttle [and] in this configu-
ration [Intuitive is] utilizing the I-beam.”  J.A. 11685 ll. 1–
13 (Mr. Wixey agreeing that “without the I-beam, the shut-
tle wouldn’t move”). 

Intuitive argues that the jury heard undisputed testi-
mony from Mr. Wixey that the part of the I-beam Rex re-
lied on to meet the “configured to cause” limitation was 
designed for a completely different purpose:  “to interface 
with the lock out” and “prevent forward motion when there 
is not a reload.”  Cross-Appellants’ Br. 56 (citation 
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omitted).6  We are unpersuaded by this argument.  We 
agree with Rex that “[i]t is immaterial whether the design-
ers of the accused devices intended for the lower portion of 
the beam to cause the staple pusher to move a staple.  What 
matters is that the lower portion of the beam actually does 
cause the staple pusher to move a staple.”  Appellant’s Re-
ply Br. 34–35; see Trim-Lok, 869 F.3d at 1377–78 (“[D]irect 
infringement is a strict-liability offense that does not re-
quire . . . intent to infringe . . . .”). 

We also agree with Rex that nothing in the language of 
claim 6, which includes the word “comprising” due to its 
dependence from claims 4 and 5, “requires the lower por-
tion of the beam to contact the staple pusher directly.”  Ap-
pellant’s Reply Br. 38.  “In the parlance of patent law, the 
transition ‘comprising’ creates a presumption that the re-
cited elements are only a part of the device, that the claim 
does not exclude additional, unrecited elements.”  Crystal 
Semiconductor Corp. v. TriTech Microelectronics Int’l, Inc., 
246 F.3d 1336, 1348 (Fed. Cir. 2001).  As such, claim 6 does 
not exclude additional elements, like a shuttle.  Claim 6 
here does not, for example, state that the lower portion di-
rectly causes the staple pusher to move a staple.  Cf. AFG 
Indus., Inc. v. Cardinal IG Co., 239 F.3d 1239, 1251 
(Fed. Cir. 2001) (“Notably, the claim does not state that 
each layer is ‘formed directly on’ the preceding layer.  Ac-
cordingly, we determine that ‘formed on’ does not mean ‘di-
rectly in contact with.’”). 

For these reasons, we conclude that substantial evi-
dence supports the finding that Intuitive’s accused prod-
ucts meet the “configured to cause” limitation. 

 
6 The lock out mechanism can prevent uncontrolled 

bleeding.  When “the lock-out is out of the way,” part of “the 
beam contacts the shuttle, which in turn drives the staple 
pushers.”  Cross-Appellants’ Br. 55. 
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C 
Finally, we address Intuitive’s written description 

challenge. 
The jury found that Intuitive failed to prove by clear 

and convincing evidence that claim 6 of the ’650 patent is 
invalid for lack of written description.  Although compli-
ance with the written description requirement is a question 
of fact, Juno Therapeutics, Inc. v. Kite Pharma, Inc., 
10 F.4th 1330, 1335–36 (Fed. Cir. 2021), Intuitive argues 
that “claim 6 is invalid as a matter of law under [35 U.S.C.] 
§ 112(a).”  Cross-Appellants’ Br. 58 (capitalization normal-
ized). 

“The specification shall contain a written description of 
the invention . . . .”  35 U.S.C. § 112(a).  “In determining 
whether the written description requirement is met, we 
consider ‘whether the disclosure of the application relied 
upon reasonably conveys to those skilled in the art that the 
inventor had possession of the claimed subject matter as of 
the filing date.’”  ScriptPro LLC v. Innovation Assocs., Inc., 
833 F.3d 1336, 1340 (Fed. Cir. 2016) (quoting Ariad 
Pharm., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1351 
(Fed. Cir. 2010) (en banc)). 

Intuitive argues that, “[i]f claim 6 is broad enough to 
cover a beam-and-shuttle configuration, then the specifica-
tion must provide written-description support for such a 
configuration,” and “[n]o reasonable jury could find that it 
does.”  Cross-Appellants’ Br. 59.  Intuitive contends that, 
although persons of ordinary skill in the art “might have 
understood that one could incorporate a separate shuttle 
into Rex’s disclosed invention, they would not have under-
stood that Rex was disclosing a ‘beam plus shuttle’ config-
uration as part of that invention.”  Cross-Appellants’ 
Br. 64.  We are not persuaded. 

Our case law is instructive here.  In Moba, B.V. v. Dia-
mond Automation, Inc., we explained: 
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The ’505 patent specification describes every ele-
ment of claim 24 in sufficient detail so that one of 
ordinary skill in the art would recognize that the 
inventor possessed the invention at the time of fil-
ing.  [The] contention that the ’505 patent does not 
adequately disclose lifting eggs from a moving con-
veyor merely revives its non-infringement argument 
in the cloak of a validity challenge. 

325 F.3d 1306, 1321 (Fed. Cir. 2003) (emphases added).  
Likewise, here, Intuitive’s contention that the ’650 patent 
does not adequately disclose a beam-and-shuttle configura-
tion “merely revives its non-infringement argument in the 
cloak of a validity challenge.”  Id. 

And, in Crystal Semiconductor, we explained the fol-
lowing: 

Because claim 4 uses “comprising,” it encompasses 
more than one clock unless the written description 
or the prosecution history clearly limits claim 4 to 
its recited elements.  . . . [N]either the written de-
scription nor the prosecution history precludes 
more than one clock or clock signal.  . . . The district 
court, therefore, did not err in granting summary 
judgment that claim 4 reads on the accused [prod-
uct], which uses four clocks. 

246 F.3d at 1350–51.  Likewise, here, nothing in the intrin-
sic evidence of the ’650 patent precludes a shuttle from be-
ing used in a product covered by claim 6, which, as 
discussed above, uses “comprising” language.  And, in any 
event, Intuitive does not appear to make that argument 
here—instead, it argues that the specification must pro-
vide written description support for an infringing beam-
and-shuttle configuration.  See Cross-Appellants’ Br. 58–
68.  This argument misses the mark.  The written descrip-
tion question before the jury was not whether the ’650 pa-
tent describes the accused shuttle configuration—it was 
whether the disclosure of the application relied upon 
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reasonably conveys to those skilled in the art that the in-
ventor had possession of the subject matter claimed in 
claim 6. 

The district court thus did not err in explaining that 
“[t]he question[] . . . is not whether the specification pro-
vides an adequate description of the Accused Products, but 
whether the specification provides an adequate description 
of the claimed invention.”  JMOL Op. at *6; see Rexnord 
Corp. v. Laitram Corp., 274 F.3d 1336, 1344 (Fed. Cir. 
2001) (“Our case law is clear that an applicant is not re-
quired to describe in the specification every conceivable 
and possible future embodiment of his invention.”).  We 
thus reject Intuitive’s written description challenge and de-
cline to disturb the district court’s judgment with respect 
to invalidity. 

CONCLUSION 
We have considered the parties’ remaining arguments 

and are unpersuaded.  For the foregoing reasons, we affirm 
the district court’s grant of JMOL of no damages, its denial 
of a new damages trial, and its denial of JMOL with respect 
to infringement and invalidity. 

AFFIRMED 
COSTS 

No costs. 
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